IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Pandey et al. 

Serial No.: 10/607,922 

Confirm No. 8140 
Customer No. 24961 

Filed: June 27, 2003 

For: Fluorinated Photosensitizers Related ' 

to Chlorins and Bacteriochlorins for 
Photodynamic Therapy 

Art Unit: 1626 

Examiner: Unassigned 

TRANSMITTAL LETTER 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Transmitted herewith are an Information Disclosure Statement, Forms PTO-1449 
(27 pages) and cited references for filing in connection with the above-identified 
application. 

H The Commissioner is hereby authorized to charge any fee, including any submitted 
herewith if the attached check(s) is in the wrong amount or otherwise improper or 
missing, that may be due in connection with this and the attached papers, or with 
this application during its entire pendency to or to credit any overpayment to 
Deposit Account No. 50-1213. A duplicate of this sheet is enclosed. 

Respectfully submitted, 

HELLER, EHRMAN, WHITE & McAULIFFE LLP 




Registration No. 43,045 

Date: October 2, 2003 

Attorney Docket No. 25886-0094 

Address all correspondence to: 

Stephanie L. Seidman, Esq. 

HELLER, EHRMAN, WHITE & McAULIFFE LLP 

4350 La Jolla Village Drive, 7th Floor 

San Diego, California 92122-1246 

Telephone: 858 450-8400 

Facsimile: 858 587-5360 

email :sseidman@H EWM.com 
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HellerEhrman 

ATTORNEYS 



COPY 



lain: (858) 450-84O0 
ax: (858) 587-5360 



October 2, 2003 



VIA FEDERAL EXPRESS 



MOORELAND & MOORE 
2001 Jefferson Davis Highway 
Suite 302 

Arlington, VA 22202 




Re: Chen; U.S. S.N. 10/607,922; filed June 27, 2003 

FLUORINATED PHOTOSENSITIZERS RELATED TO CHLORINS AND 
BACTERIOCHLORINS FOR PHOTODYNAMIC THERAPY 
Our Docket No. 25886-0094 

Gentlemen: 

Please deliver the enclosed documents to the U.S. Patent and Trademark 
Office Mail Room on Friday, October 3, 2003. The documents enclosed are an 
Information Disclosure Statement, transmittal letter (in duplicate). Forms PTO- 
1449 (27 pages), and cited references (3 boxes containing 14 volumes). In 
addition, please have the enclosed postcard date-stamped by the PTO and 
returned to us at your earliest convenience. We would also appreciate receiving 
a confirmation from you indicating that delivery of the enclosed documents has 
been made. 

Thank you for your assistance in this matter. If you have any questions, 
please do not hesitate to contact our office. 



Heller Ehrman White & McAuliffe LLP 4350 La Jolla Village Drive. 7th Floor, San Diego. CA 92122-1246 www.hewm.com 

San Francisco Silicon Valley Los Angeles San Diego Seattle Portland Anchorage New York Washington D.C. Madison VVI 
Hong Kong Singapore Affiliated Of fices: Milan Paris Rome 



Sincerely, 




Copied from 10607222 on 06/22/2005 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Pandey et al. 

Serial No.: 10/607,922 
Confirm No. 8140 
Customer No. 24961 
Filed: June 27, 2003 

For: Fluorinated Photosensitizers Related 

to Chlorins and Bacteriochlorins for 
Photodynamic Therapy 

Art Unit: 1626 

Examiner: Unassigned 

INFORMATION DISCLOSURE STATEMENT IN ACCORDANCE 
WITH 37 C.F.R. §§ 1.97-1.98 

Commissioner for Patents, 

U.S. Patent and Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

This Information Disclosure Statement is filed prior to receipt of a First 
Office Action on the Merits of the above-captioned application. Thus, a fee for 
filing this statement should not be due. If, however, it is determined that a fee 
is due, any fees that may be due in connection with filing this paper may be 
charged to Deposit Account No. 50-1213. 

In accordance with the duty of disclosure imposed by 37 C.F.R. § 1 .56 to 
inform the Patent Office of all references known by Applicant or Applicant's 
representative that may be material to the examination of the subject 
application. Applicant's representative hereby provides this Information 
Disclosure Statement that is prepared in accordance with 37 C.F.R. §§1.97- 
1.98. The Forms PTO-1449 (27 pages) and copies of the cited references are 
provided herewith. 
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U.S.S.N. 10/607,922 
Pandey et al. 

Information Disclosure Statement 

The documents cited on the Forms PTO-1449 and supplied herewith are 
in the English language except for Items HR, HS, HT, HU, HV, and HW. Items 
HR, HS, HT, HV, and HW (Japanese Patent Documents No. JP2001 335578, 
JP2002020389, JP2002325853, JP4218002, and JP61 05921, respectively) 
are in the Japanese language and are supplied with English language equivalents 
(Items HK, HN, HO, HG, and GU, respectively). Item HU (Japanese Patent 
Document No. JP20031 46989) is in the Japanese language and is supplied with 
an English language Derwent abstract (Item JW). Hence, in accordance with 
the requirements of 37 C.F.R. §1.98, as amended effective March 16, 1992, no 
further explanation of the listed items is necessary. 

Applicant also makes known to the Office the following U.S. and 
international applications, which are commonly owned and/or have one .or more 
inventors in common with the instant application. 



U.S.S.N. 


Filing Date 


Publication 
No. or 
Issue No. 


Publication 
or Issue 
Date 


Docket No. 


10/384,895 


03/07/03 






0044RI 


10/385,378 


03/07/03 






0044BRI 


09/592,150 


06/12/00 


6,624,187 


09/23/03 


0049 


09/801,163 


03/07/01 






0050 


10/351,730 


01/23/03 


2003-0167033 


09/04/03 


0052 


10/21 1,784 


08/01/02 


2002-0198576 


12/26/02 


0054C 


09/271,575 


03/18/99 


6,602,274 


08/05/03 


0055 


09/905,501 


07/13/01 


2002-0087205 


07/04/02 


0055B 


10/317,269 


12/10/02 


2003-0109813 


06/12/03 


0055C 


10/410,700 


04/08/03 






0055D 


09/905,777 


07/13/01 


2002-0127230 


09/12/02 


0057 
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Pandey et al. 

Information Disclosure Statement 



09/905,405 


07/13/01 


2003-0018371 


01/23/03 


0060 i 


09/386,692 


08/31/99 


2003-01 14434 


06/19/03 


0061 


09/760,362 


01/12/01 






0062 | 


10/091,144 


03/04/02 






0066B 


10/613,474 


07/02/03 






0095 


09/150,821 


09/1 1/98 






CHEN0079 


10/021,891 


12/12/01 


2003-0030342 


02/13/03 


CHEN0145 



Int'l App. No. 


Filing 


Publication 


Publication 


Docket No. 




Date 


No. 


Date 




PCT/US03/02303 


01/23/03 






00 5 2 PC 


PCT/US03/20427 


06/27/03 






0094PC 


PCT/US03/21 179 


07/02/03 






0095PC 


03010382.4 


05/10/03 






CHEN0188 


PCT/US02/28149 


1 1/25/02 


WO03052793 


06/26/03 


CHEN0187 



Although these documents are made known to the Patent and Trademark 
Office in compliance with Applicant's duty of disclosure, such disclosure is not 
to be construed as an admission by Applicant or Applicant's representative that 
any of the references, singly or in any combination thereof, is effective as prior 
art against the subject application. In accordance with 37 C.F.R. §1 .97(h), the 
filing of this Information Disclosure Statement shall not be construed to mean 
that a search has been made or that no other material information as defined in 
37 C.F.R. §1. 56(b) exists. 
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U.S. S.N. 10/607,922 



Pandey et al. 
Information Disclosure Statement 



Applicant respectfully requests that the Examiner review the foregoing 
references and information and that they be made of record in the file history of 
the above-captioned application. 



Date: October 2, 2003 

Attorney Docket No. 25886-0094 

Address all correspondence to: 

Stephanie L. Seidman, Esq. 

HELLER EHRMAN WHITE & MCAULIFFE LLP 

4350 La Jolla Village Drive, 7th Floor 

San Diego, CA 92122-1246 

Telephone: (858) 450-8400 

Facsimile: 858/587-5360 

EMAIL sseidman@HEWM.com 



Respectfully submitted, 

HELLER EHRMAN WHITE & MCAULIFFE LLP 
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FORM PTO-1449 


ATTY. DOCKET NO. 
25886-0094 


SERIAL NO. 
10/607,222 


CONFIRM NO. 
8140 


LIST OF PATENTS AND PUBLICATIONS FOR 
APPLICANT'S INFORMATION DISCLOSURE 


APPLICANT 
Pandey ef al. 


CUSTOMER NO. 
24961 


STATEMENT 


FILING DATE 
June 27, 2003 


GROUP 
1626 





* If an asterisk is placed beside the reference number, a copy is NOT provided because the reference was previously cited by or submitted to the 
PTO in a prior application that is identified in the statement and relied upon for an earlier filing date under 35 U.S.C. 120. 37 C.F.R. § 1.98(d). 



U.S. PATENT DOCUMENTS 



EXAMINER 
INITIAL 


*Ref. 
Code 


DOCUMENT NUMBER 


DATE 


NAME 


CLASS 


SUB 
CLASS 


FILING 
DATE 






6 


2 


6 


1 


5 


9 


5 


07/17/01 
B1 


Stanley ef al. 


424 


449 


02/29/00 






6 


2 


6 


4 


9 




4 


07/24/01 
B1 


Klaveness et al. 


424 


1.65 


04/28/99 




EV 


6 


2 


6 


7 


9 


8 


3 


07/31/01 
B1 


Fujii ef al. 


424 


448 


08/11/99 






6 


2 


6 


8 


1 


2 


0 


07/31/01 
B1 


Platz et al. 


435 


2 


10/19/99 






6 


2 


7 




3 


5 


9 


08/07/01 
B1 


Norris ef al. 


536 


23.1 


04/14/99 






6 


2 


7 


3 


9 


0 




08/14/01 
B1 


Chen ef al. 


607 


88 


03/02/99 




EZ 


6 


2 


7 


4 


5 


5 


2 


08/14/01 
B1 


Tamarkin ef al. 


514 


12 


1 1/10/97 




FA 
















08/28/01 
B1 


Chen ef al. 


310 


171 


04/1 1/00 




FB 


6 


3 


0 


7 






7 


10/23/01 
B1 


Bird et al. 


136 


263 


04/1 8/00 




FC 


6 


3 


1 


6 




5 


2 


1 1/13/01 
B1 


Steliou 


556 


42 


06/06/95 




FD 


6 


3 


1 


9 


2 


7 


3 


11/20/01 
B1 


Chen ef al. 


607 


88 


12/16/99 




FE 


6 


3 




9 


4 


8 


8 


1 1/20/01 
B1 


Licha ef al. 


424 


9.6 


04/09/98 




FF 


6 


3 


3 






7 


5 


12/18/01 
B1 


Goldenberg 


604 


522 


07/06/98 




FG 


6 


3 


3 




7 


4 


4 


12/18/01 
B1 


Chen ef al. 


310 


171 


04/1 1/00 




FH 


6 


3 


4 




0 


5 


0 


02/05/02 
B1 


Chen 


607 


88 


12/21/98 




Fl 


6 


3 


5 


0 


4 


3 


1 


02/26/02 
B1 


Snow er al. 


424 


9.6 


1 0/28/99 



EXAMINER | DATE CONSIDERED 

EXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP 609; Draw 
line through citation if not in conformance and not considered. Include copy of this form with next 
communication to applicant. 

Title: FLUORINATED PHOTOSENSITIZERS RELATED TO CHLORINS AND BACTERIOCHLORINS 

FOR PHOTODYNAMIC THERAPY 
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FORM PTO-1449 


ATTY. DOCKET NO. 
25886-0094 


SERIAL NO. 
10/607,222 


CONFIRM NO. 
8140 


LIST OF PATENTS AND PUBLICATIONS FOR 
APPLICANT'S INFORMATION DISCLOSURE 
STATEMENT 


APPLICANT 
Pandey et al. 


CUSTOMER NO. 
24961 


FILING DATE 
June 27, 2003 


GROUP 
1626 



* If an asterisk is placed beside the reference number, a copy is NOT provided because the reference ^f^^ t ^J^%^^£.^ 
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PTO in a prior application that is identified in the statement and relied upon for an earlier filing d 

U.S. PATENT DOCUMENTS 



*Ref. 
Code 



DOCUMENT NUMBER 



Raymond et al. 



Alfheim et al. 



Ekimoto et al. 



Raymond et al. 



Klaveness et al. 



Tachibana et al. 



DATE CONSIDERED 



EXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP 609; Dre 
line through citation if not in conformance and not considered. Include copy of this form with next 

communication to applicant. ... 
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FOR PHOTODYNAMIC THERAPY 



Copied from 106072/2 on 06/22/200$ 



Sheet 10 of 27 



FORM PTO-1449 


ATTY. DOCKET NO. 
25886-0094 


SERIAL NO. 
10/607,222 


CONFIRM NO. 
8140 


LIST OF PATENTS AND PUBLICATIONS FOR 
APPLICANT'S INFORMATION DISCLOSURE 
STATEMENT 


APPLICANT 
Pandey ef a/. 


CUSTOMER NO. 
24961 


FILING DATE 
June 27, 2003 


GROUP 
1626 



* If an asterisk is placed beside the reference number, a copy is NOT provided because the reference rTS* ^ 

PTO in a prior application that is identified in the statement and relied upon for an earlier filing date under 35 U.S.C. 120. 37 C.f.k. & i.saia). 



U.S. PATENT DOCUMENTS 



*Ref. 
Code 



DOCUMENT NUMBER 



Blumenthal ef a/. 



Scherz ef al. 



FOREIGN PATENT DOCUMENTS 



EXAMINER 
INITIAL 


*Ref. 
Code 


DOCUMENT NUMBER 


DATE 


COUNTRY 


CLASS 


SUB 
CLASS 


Yes 


lation 
No 




Gl ° 


0 


0 


1 


5 


2 


9 


6 


03/23/00 


PCT A1 












GJ 


0 


0 


3 


6 


9 


8 


3 


06/29/00 


PCT A1 "=» 












GK 


0 


0 




1 


7 


2 


5 


07/20/00 


PCT A2 — 












GL 


0 


0 


4 


1 


7 


2 


6 


07/20/00 


PCT A3 












GM 


0 


0 


4 




7 


2 


7 


07/20/00 


PCTA1 












GN 


0 


0 


4 


1 


7 


6 


8 


07/20/00 


PCT A1 ■==- 
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Pandey ef al. 


CUSTOMER NO. 
24961 


FILING DATE 
June 27, 2003 


GROUP 
1626 



* If an asterisk is placed beside the reference number, a copy is NOT provided because the reference was previously cited by or submitted to 
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FOREIGN PATENT DOCUMENTS 



EXAMINER 
INITIAL 


*Ref. 
Code 


DOCUMENT NUMBER 




COUNTRY 




CLASS 


Yes 


No 






0 




0 


3 


7 


7 


0 


01/18/01 


PCT Al ~* 














0 


1 


0 


5 


3 




6 


01/25/01 


PCT A1 












GQ 


0 






5 


6 


9 


4 


03/08/01 


PCT Al 














0 




2 


0 


0 


5 


4 


03/10/84 


EP B1 - 












GS 


0 




4 


3 


8 


2 


5 


06/21/01 


PCT Al — 














0 


1 


5 


1 


0 


8 


7 


07/19/01 


PCT A2 *~~ 














0 




6 


1 


6 


0 


6 


11/21/85 


EP B1 — < 














0 


1 


7 


8 


2 


1 


6 


10/18/01 


PCTA1 - 












GW 


0 


! 


7 


8 


4 


5 


8 


10/18/01 


PCT A1 «= 












GX 


0 




9 


8 


7 


0 


8 


12/27/01 


PCT A1 - 












GY 


0 


2 






6 


9 


0 


02/28/02 


PCTA1 - 












GZ 


0 


2 


4 


3 


9 


2 


9 


1 1 /04/87 


EP B1 «- 












HA 


0 


3 


0 


2 


9 


4 


94 


04/10/03 


PCT Al - 












HB 


0 


3 


0 


5 


2 


7 


93 


06/26/03 


PCT A2 — 












HC 


0 


3 


0 


5 


6 


4 




07/10/03 


PCT A 2 — 












HD 


0 


3 


0 


6 


1 


6 


96 


07/31/03 


PCT A2 ^ 












HE 


0 


4 


2 


3 


1 


9 


5 


04/24/91 


EP B1 












HF 


0 




2 


5 


5 


6 


6 


05/08/91 


EP B1 ~ 












HG 


0 


4 


5 


0 


1 


4 


9 


10/09/91 


EP B1 «— — 












HH 


0 




6 


8 


9 


9 


7 


02/05/92 


EP B1 — 












HI 


0 


5 


1 


0 


0 


0 


7 


10/28/92 


EP B1 ■— 












HJ 


o 


6 


8 


2 


9 


5 


6 


11/22/95 


EP B1 -* 
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APPLICANT 


CUSTOMER NO. 
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Pandey et al. 


24961 




STATEMENT 


FILING DATE 
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1626 
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FOREIGN PATENT DOCUMENTS 



EVA llflllVICD 

cXAIVIINtK 
INITIAL 


Code 


DOCUMENT NUMBER 




COUNTRY 




CLASS 


Translation 
Yes No 




HK 




1 




0 


9 


6 


3 


06/27/01 


EPA2 ■= 












HL 


1 


1 


3 


, 




0 


0 


09/12/01 


EP B1 — 












HM 


1 


1 


4 


6 


0 


4 


6 


10/17/01 


EPA2 — 












HN 


1 


1 


6 


4 


1 


3 


6 


12/19/01 


EP A1 — 












HO 


, 


2 


3 


8 


6 


6 


6 


09/11/02 


EPA2 * 












HP 


1 


2 


5 


6 


5 


8 


6 


1 1 /1 3/02 


EP A1 












HQ 


1 


3 


3 


4 


7 


4 


8 


08/1 3/03 


EP A1 ~" 












HR 


20 


0, 


3 


3 


5 


5 


78 


04/12/01 


JP - 








X + 




HS 


20 


02 


0 


2 


0 


3 


89 


01/23/02 


JP = 








X + 




HT 


20 


02 


3 


2 


5 


8 


53 


11/12/02 


JP -' 








X + 




HU 


20 


03 






6 


9 


89 


05/21/03 


JP — 








X* 




HV 


4 


2 


1 


8 


0 


0 


2 


07/07/92 


JP — 








x + 




HW 


6 




0 


5 


9 


2 




04/1 9/94 


JP _ 












HX 


8 


4 


0 




3 


8 


2 


04/1 2/84 


PCT A1 — 












HY 


9 


0 


0 


0 


3 


9 


2 


01/25/90 


PCT Al - 












HZ 


9 


0 


0 


0 


8 


9 


5 


02/08/90 


PCT A1 „. 












IA 


9 


0 


1 


2 


5 


7 


3 


11/01/90 


PCT A1 












IB 


9 




1 


0 


4 


7 


4 


07/25/91 


PCT A1 - 












IC 


9 


3 




3 


7 


6 


9 


07/22/93 


PCT A1 - 












ID 


9 


4 


0 


9 


8 


5 




05/11/94 


PCT A1 - 












IE 


9 


5 


0 


5 


2 




4 


02/23/95 


PCT A1 — 












IF 


9 


5 


3 


2 


2 


0 


6 


11/30/95 


PCT A1 — 
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*Ref. 
Code 


DOCUMENT NUMBER 
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COUNTRY 


CLASS 


SUB 
CLASS 


Translation 
Yes No 




IG 


9 


6 


3 


7 


2 


5 


5 
















IH 


9 


7 


3 


2 


5 


2 


0 


09/1 2/97 














II 


9 


7 


3 


2 


8 


8 


5 


09/12/97 














IJ 


9 


8 


0 


4 


3 




7 


02/05/98 














IK 


9 


8 


0 


6 


4 


5 


6 


02/19/98 














IL 


9 


8 


- 0 


8 
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